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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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1 . The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 



2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



3. Claims 18-37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

1) The conditional "if terminology, i.e., recited in line 10 of claim 18, is confusing 
and indefinite in that the "if state/condition appears to be inclusive of and 
encompass the "if not" state/condition/possibility too; i.e., in which case, the 
recitations that conditionally depend from the "if recitation appears to become 
ineffective and drop out of the claim. Thus, it is unclear as to whether the 
limitations that depend from the "if recitation are (or are not) required to be 
present in the claim (i.e., such recitation do not appears to be positive recitation 
of structure/operation as required. Clarification is needed. The examiner notes 
that clarification could be changed by changing "if to read -when- thereby 
indicating that the recitations dependent thereon are effective at least some of 
the time and, as such, required to be present as claimed. 

Similar/analogous clarifications are needed with respect to the "if recitations of 
each of claims 19-37. 

2) In claim 19, lines 6 and 7, it is unclear as to what "the first information" refers. 
Clarification is needed. 

3) It is unclear from the preamble of claim 37 as to whether claim 37 is directed 
to: 

a) A computer "program", per se, that is recorded on a medium; or 

b) To computer "program" stored on a medium when, when executed by a 
computer, causes the computer to perform specific 
operations/processi ng . 



Clarification is needed. 
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4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 



5. Claim 37 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

A) The "computer readable medium" recitation set forth in line 1 of claim 37, given its 
broadest reasonable interpretation, is inclusive of non-statutory "transitory" mediums 
and, as such, is directed to non-statutory subject matter. This rejection can be 
overcome if the recitation were amended to read -non-transitory computer readable 
medium-. 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date 
of application for patent in the United States. 



7. Claim 37 is rejected under 35 U.S.C. 102(b) as being anticipated by 
notoriously well known "computer readable medium(s)". 

a) The examiner tal<es Official Notice tliat "computer readable media" which stored data 
were notoriously well known in the art at the time of the invention. 

b) As noted above in paragraph 3 of this Office action, the preamble of claim 37 appears 
to indicate that claim 37 is directed to a computer program, per se, recorded on a 
"computer readable medium". Such a computer program constitutes non-functional 
descriptive material which cannot serve to distinguish that which is claimed over the prior 
art. As such, the examiner maintains that claim 37 is anticipated by said notoriously well 
known computer readable media that stored data. 
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8. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated US patent 
Publication #2001/0046190 to Mivazaki . 

As is shown in Figures 1 and 2, IVIivazal^i discloses a reproduction apparatus ttiat 
includes: 

a) A reproduction means (i.e., including elements 2, 3, 4, 5, 7, 8, and 9); 

b) A skip-operation accepting means (i.e., including remote control input 
device of Figure 2 having keys (@ 25) for accepting instructions for skipping in a 
forward/backward direction; 

c) A skip-time determining means (i.e., @ 16); and 

d) A control means (i.e., @ 16); 

wherein, under control of the control means and skip-time determining 
means, the apparatus performs the operation shown in Figure 7 that includes 
interrupting a normal reproduction mode to: 

a) Skip forward by an intermediate skip/jump time based on the inputting 
(@ 25a) of skip forward instructions; and 

b) Skip backward by a smaller small jump time based on the subsequent 
inputting (@ 25b) of skip backward instructions. 

[See: paragraph 0049]. 



9. Claim 36 is rejected under 35 U.S.C. 102(b) as being anticipated US patent 
Publication #2001/0046190 to Mivazaki . For the same reasons that were set forth 
above with respect to claim 18. 
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10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



11. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
patent Publication #2001/0046190 to Mivazaki . 

Mivazaki disclosed an apparatus as was set fortii above witii respect to the rejection of 
claim 18. Claim 37 differs from the showing of Mivazaki only in that Mivazaki does not 
describe a software driven implementation of the system. The examiner maintains that a 
software driven implementation and implementation implemented in dedicated hardware 
were recognized by those of ordinary skill in the art as equivalent, wherein the software 
driven implementation was known to have been advantageous it terms of cost and ease 
of updating given the use of a general purpose computer. As such, the examiner 
maintains that it would have been obvious to one of ordinary skill in the art to have 
implemented the apparatus described in Mivazaki via a software driven computer. 
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12. The following "prior art" is noted: 

A) US Patent #4,740,938 to Bierhoff : 

Note: lines 59-68 of column 1; lines 1-40 of column 2; and, particularly, lines IS- 
IS of column 2. 

B) JP Patent Document #2001-320677 to San et al. : 

SEE: English language abstract. 

C) us Patent Document #2005/146534 to Fona et al. : 

SEE: abstract. 
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13. Any inquiry concerning tliis communication or earlier communications from the examiner 
stiould be directed to DAVID E. HARVEY whose telephone number is (571) 272-7345. The 
examiner can normally be reached on M-F from 6:00AM to 3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ms. Marsh D. Banks-Harold, can be reached on (571) 272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/DAVID E HARVEY/ 

Primary Examiner, Art Unit 2621 
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